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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group I, claims 1-23, in the reply filed on May 
15, 2009 is acknowledged. The traversal is on the ground(s) that the combination of 
features in the invention is adapted to have a size that permits constant electrical 
contact with a contacting electrode in order to achieve an optimal surface treatment. 
This is not found persuasive because US patent 5425862, as cited in the previous office 
action, teaches that the length of the individual electroplating chambers is governed by 
the permissible voltage drop within the plastic film and that the spacing between the 
electrodes is chosen so that the voltage drops do not result in nonuniform electroplating 
(column 2 lines 58-68). As such, this technical feature is taught by the prior art and 
hence the apparatus and method claims lack a unity of invention. Therefore, the 
restriction is maintained. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Status 

Claims 1-2 and 5-23 are pending in the present application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claim 16 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 16 recites rinsing facilities to continuously or intermittently rinse the contacting 
electrode. However, the specification does not provide enablement for rinsing the 
contacting electrode continuously or intermittently. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2 and 5-23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The terms "so close" and "so short" in claim 1 is a relative term which renders the 
claim indefinite. The terms "so close" and "so short" are not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. Similarly, the terms "such a small" and "so small" in claim 12, and the term 
"so close" in claim 14 are indefinite for the same reasons. 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 5, 8, 9, 11, 12, 17-20, 22, and 23 are rejected under 35 U.S.C. 
102(b) as being anticipated by Hartmann et al. (US patent 5425862). 

Regarding claim 1 , Hartmann et al. teaches a device for electroplating a 
substrate, said device comprising: a) at least one arrangement, comprising at least one 
electrode (9-16, Fig. 1 ) for contacting the work pieces (1 ) and at least one electrolysis 
region in a respective one of which at least one counter electrode (24, 25) and the work 
pieces (1) are in contact with the processing liquid, characterized in that b) the at least 
one contacting electrode (9-16) is disposed outside of the at least one electrolysis 
region and is not in contact with the processing liquid, and c) the at least one contacting 
electrode (9-16) and the at least one electrolysis region are spaced so close together 
that small electrically conductive structures can electrotytically be treated (i.e., the 
contacting electrode and electrolysis region of Hartmann et al. is deemed to be spaced 
"so close" together since such terminology is relative), further characterized in that d) at 
least two contactinq electrodes (9-16) are provided, at least one of them being disposed 
on one side of the electrolysis region and the at least other one on the other side of the 
electrolysis region (i.e., the electrodes 9-16 are provided on both sides of the 
electroplating chambers 6-8, see Fig. 1), and e) the electrolysis region is so short that 
the electrically conductive structures are in constant electrical contact with one of the 
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contacting electrodes (9-16). Since the instant claim is directed to an apparatus, the 
limitation directed to the conductive structures on surfaces of a work piece is not given 
patentability weight since it is directed to a material work upon by the apparatus. 
Furthermore, the apparatus of Hartmann et al. can be used to electroplate conductive 
structures of any length, therefore the spacing of the electrodes and the electrolysis 
region relative to the conductive structures does not further limit the apparatus of the 
instant claim. 

Regarding claim 2, the apparatus of Hartmann et al. is structurally capable of 
electroplating the conductive structure of the instant claim. Furthermore, the instant 
claim is directed to a material or article worked upon. "Expressions relating the 
apparatus to contents thereof during an intended operation are of no significance in 
determining patentability of the apparatus claim." Ex parte Thibault, 164 USPQ 666, 667 
(Bd. App. 1969). Furthermore, "[inclusion of material or article worked upon by a 
structure being claimed does not impart patentability to the claims." In re Young, 75 
F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re Otto, 312 F.2d 937, 136 
USPQ 458, 459 (CCPA 1 963)). MPEP 21 1 5. 

Regarding claim 5, Hartmann et al. teaches that the device comprises at least 
one processing module (6-8, Fig. 1) containing the processing liquid and the at least 
one counter electrode (24), the work pieces (1) being conveyed there through in a 
horizontal direction of transport, the at least one processing module (6-8) comprising, on 
the entrance and on the exit side thereof respectively, at least one passage for the work 
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pieces (1 ) to enter and to exit said module and the at least one contacting electrode (9- 
16) being disposed on the passages. 

Regarding claim 8, Hartmann et al. teaches partition members (20, 22) which 
comprise passages and sealing members (20, 22) for passage of the work pieces (1), 
the partition members being disposed between the at east one contacting electrode (9- 
16) and the processing liquid, said sealing members (20, 22) being disposed in such a 
manner that processing liquid can be prevented from coming into contact with the at 
least one contacting electrode (9-16). 

Regarding claim 9, Hartmann et al. teaches that the sealing members are 
selected from the group comprising squeezing rollers (column 9 line 52). 

Regarding claim 1 1 , Hartmann et al. teaches roller contacts (column 3 lines 33- 

35). 

Regarding claim 12, since the dimensions of the instant claim is relative, the 
apparatus of Hartmann et al. meets the limitation. 

Regarding claim 17, Hartmann et al. teaches that the electrodes are elongated 
and are oriented substantially parallel to the conveying path (Fig. 1). 

Regarding claim 18, Hartmann et al. teaches that the contacting electrodes are 
cathodically polarized since the substrate is being electroplated. 

Regarding claim 19, the anode of Hartmann et al. is insoluble since it does not 
dissolve. 

Regarding claim 20, the anode of Hartmann et al. is a flood anode since it has 
holes for allowing a passage of the plating solution. 
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Regarding claims 22 and 23, Hartmann et al. teaches a first and second storage 
facility 2 and 4. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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Claims 10 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hartmann et al. 

Hartmann et al. teaches the apparatus as described above. Hartmann et al. 
differs from the instant claims in that the reference does not explicitly teach whether the 
contacting electrodes are secured to the partition wall or the electrodes are disposed on 
a common carrier frame. 

However, since Hartmann et al. teaches that the contacting electrodes are 
positioned outside of the electroplating chamber, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have secured the 
electrodes on any walls outside of the plating chamber in order to prevent the plating 
solution from contacting the electrodes. Furthermore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to have disposed 
the contacting electrodes and counter electrodes on a common carrier frame in order to 
facilitate construction of the apparatus. 

Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hartmann et al. in view of Hirt et al. (US patent 4282073). 

Hartmann et al. teaches the apparatus as described above. Hartmann et al. 
differs from the instant claims in that the reference does not explicitly teach whether the 
conveying path leads into the surface of the processing liquid. It appears that the 
instant claims are directed to vertically immersing the substrate into the processing 
liquid in a plating tank. 
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Hirt et al. teaches an apparatus for continuously electroplating a strip substrate in 
a plurality of plating tanks wherein the substrate is vertically immersed into the plating 
tank. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the apparatus of Hartmann et al. using the 
conveying path of Hirt et al., because it would enable the continuous plating of a strip 
substrate. 

Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hartmann et al. in view of Okinaka et al. (US patent 4469564). 

Hartmann et al. teaches the apparatus as described above. Hartmann et al. 
differs from the instant claims in that the reference does not explicitly teach a non- 
conductive ion permeable coating. 

Okinaka et al. teaches an electroplating copper process and apparatus 
comprising a cation permeable membrane surrounding an anode so as to prevent 
decomposition of additives in the electrochemical bath (Abstract). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have incorporated the membrane of Okinaka et al. in the 
apparatus of Hartmann et al., because it would prevent decomposition of additives in 
the plating bath (Abstract of Okinaka et al.). 
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Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hartmann et al. in view of Avellone (US patent 4401523). 

Hartmann et al. teaches the apparatus as described above. 

Regarding claim 15, Hartmann et al. differs from the instant claims in that the 
reference does not explicitly teach whether the conveying path is inclined. Avellone 
teaches electroplating apparatus for plating a metallic strip wherein the strip path is 
inclined to the horizontal. This improves the plating uniformity and performance 
(column 1 1 lines 1 -6). It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to have provided the inclined conveying path of 
Avellone in the apparatus of Hartmann et al., because it would improve the plating 
uniformity and performance (column 11 lines 1-6 of Avellone). 

Regarding claim 16, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have provided a rinsing facility for cleaning 
the contacting electrodes of Hartmann et al. in order to remove the plating solution from 
the contacting electrodes. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LUAN V. VAN whose telephone number is (571)272- 
8521 . The examiner can normally be reached on M-F 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Luan V Van/ 
Examiner, Art Unit 1795 
June 10, 2009 



